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The Federal Circuit’s February 29, 2008 decision in
Micron Technology, Inc. v. MOSAID Technologies, Inc.,
2008 U.S. App. LEXIS 4387 (Fed. Cir. 2008), casts
some doubt on the popular practice of forum shop-
ping by patentees. As has been widely noted, pat-
entees seeking plaintiff-friendly and patent-friendly
courts have, in recent years, made the Eastern District
of Texas the unlikely capital of patent litigation. The
Micron decision suggests that accused infringers may
now find it easier to avoid litigating in venues having
no meaningful connection to the litigation.

Micron is one of the four leading manufacturers of
dynamic random access memory (DRAM) chips.
The other industry leaders are Samsung Electronics,
Hynix Semiconductor, and Infinicon Technologies.
Defendant MOSAID owns several patents in the field.
Between 2001 and 2005, MOSAID filed and litigated
patent infringement actions against Samsung, Hynix
and Infineon. MOSAID settled with Samsung and
Hynix in 2005 and settled with Infineon in 2006.'

In 2001-02, MOSAID sent four strong warning let-
ters to Micron suggesting that Micron license the
MOSAID technology. In aJune 14, 2005 conference
call with analysts, MOSAID expressed its intent to
return to court to enforce its patent portfolio. MO-

SAID’s 2005 Annual Report stated that the company
planned the “aggressive pursuit” of a “strategy . . . to
license the remaining DRAM manufacturers.”

On July 24, 2006, as part of the settlement of the
Infineon litigation, the parties in that case filed a
joint motion to vacate the claim construction and
summary judgment rulings which had been, at least
in part, unfavorable to MOSAID. On that same
day, Micron filed, in the Northern District of Cali-
fornia, the action which is the subject of the Federal
Circuit opinion, seeking a declaratory judgment of
noninfringement of 14 MOSAID patents. On the
following day, MOSAID filed an infringement action
against Micron, in what the Federal Circuit described
as “the well-known patent forum” of the Eastern Dis-
trict of Texas, asserting seven patents and adding two
small DRAM manufacturers as defendants.

MOSAID filed a motion to dismiss the California
action for lack of subject matter jurisdiction under
Article III of the Constitution. The district court
granted the motion, finding that Micron lacked any
reasonable apprehension of suit. The court further
indicated that even if there had been subject matter
jurisdiction the court would have exercised its discre-
tion not to take the case.

On appeal, the Federal Circuit relied on the United
States Supreme Court’s decision in Medimmune Inc.
v. Genentech, Inc.,> which was decided only after the
district court dismissed the Micron action. In Med-
immune, the Supreme Court rejected the “reasonable
apprehension of suit test” that had previously been
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applied by the Federal Circuit in deciding whether
there was subject matter jurisdiction over declara-
tory judgment actions in patent cases,” in favor of
what the Micron court characterized as a “new more
lenient standard for declaratory judgment jurisdic-
tion.” The Medimmune court explained that juris-
diction for a declaratory judgment action requires
“that the dispute be ‘definite and concrete, touching
the legal relations having adverse legal interests’; and
that it be ‘real and substantial’ and ‘admi[t] of spe-
cific relief through a decree of a conclusive character,
as distinguished from an opinion advising what the
law would be upon a hypothetical state of facts.”
Subject matter jurisdiction thus hinges on “whether
the facts alleged under all the circumstances show
that there is a substantial controversy between parties
having adverse legal interests of sufficient immediacy
and reality to warrant the issuance of a declaratory
judgment.”” In Sandisk Corp. v. ST Microelectronics,
Inc., the Federal Circuit, relying on Medimmune,
had stated that “where a patentee asserts rights un-
der a patent based on certain identified ongoing or
planned activity of another party, and where that
party contends that it has the right to engage in the
accused activity without license, an Article III case
or controversy will arise and the party need not risk
a suit for infringement by engaging in the identi-
fied activity before secking a declaration of its legal
rights.”®

In reversing the district court in Micron and determin-
ing that Micron’s declaratory judgment action was a
justiciable case or controversy, the Federal Circuit
observed that “[t]he record evidence at the time of
the filing in the California district court strongly sug-
gested that MOSAID would sue Micron soon.” As
Federal Circuit put it: “the parties in this dispute are
really just contesting the location and right to choose
the forum for their inevitable suit.”'°

The Federal Circuit went on to explain, though, that,
even where a justiciable case or controversy exists, the
Declaratory Judgment Act affords courts discretion
to decide whether to take a declaratory judgment
""" However, according to the Federal Circuit,
where the objectives of the Declaratory Judgment
Act in patent cases are served — Z.e., “to provide the
allegedly infringing party relief from uncertainty and
12 — dismissal is rarely

action.

delay regarding its legal rights,”
proper.”"?
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The Micron court observed that “the now more le-
nient legal standard facilitates or enhances the avail-
ability of declaratory judgment jurisdiction in patent
cases” and presents “unique challenges.”* Specifically,
the court posited that “[gliven the greater likelihood
of jurisdiction for declaratory judgment filers, these
potential [infringement] defendants will have greater
opportunity to race to the courthouse to seek a forum
more convenient and amenable to their legal interests.
By the same token, patent holders will similarly race
to protect their convenience and other perceived ad-
vantages.”"” In such instances, “[d]istrict courts, typi-
cally the ones where declaratory judgment actions are
filed. . . will have to decide whether to keep the case
or decline to hear it in favor of the other forum, most
likely where the infringement action is filed.”'¢

The Federal Circuit decided that a “district court
judge faced with reaching a jurisdictional decision
about a declaratory judgment action with an impend-
ing infringement action either filed or on the near
horizon should not reach a decision based on any
categorical rules. The first-filed suit rule, for instance,
will not always yield the most convenient and suit-
able forum.”" In the Federal Circuit’s view, “the trial
court weighing jurisdiction . . . must consider the real
underlying dispute: the convenience and suitability
of competing forums.” In other words, “where the
two actions [are] filed almost simultaneously . . . the
transfer analysis essentially mirrors the considerations
that govern whether the [declaratory judgment] court
should decline to hear the case.”'® Thus, “[i]nstead
of relying solely on considerations such as tenuous-
ness of jurisdiction, broadness of case, and degree of
vestment [in the case] or automatically going with the
first filed action, the more appropriate analysis takes
account of the convenience factors under 28 U.S.C.

§ 1404(a).”"”

The Micron court stated that “[t]he convenience and
availability of witnesses, absence of jurisdiction over
all necessary or desirable parties, possibility of con-
solidation with related litigation, or considerations
relating to the interest of justice must be evaluated to
ensure the case receives attention in the most appro-
priate forum.”® In the court’s view, “robust consider-
ation of these factors will reduce the incentives for a
race to the courthouse because both parties will realize
that the case will be heard or transferred to the most

convenient or suitable forum.”*!
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In favoring a thorough consideration of all of the
§ 1404 convenience factors over any categorical rule,
the Federal Circuit’s decision parallels the recent
decision of the Fifth Circuit in /n re Volkswagen of
America, Inc.** Given that the Federal Circuit applies
the law of the regional circuit in reviewing transfer
decisions,” the Federal Circuit applies Fifth Circuit
law in reviewing transfer decisions by the courts of the
Eastern District of Texas.

In Volkswagen, the Fifth Circuit held that the East-
ern District court had erred in requiring Volkswagen,
which had moved to transfer a car accident case to
the situs of the accident, “to show that the balance of
convenience and justice substantially weighs in favor
of transfer.”** Acknowledging that Fifth Circuit prec-
edent on the issue had “not been ‘the model of clarity,”
the Fifth Circuit held that a party seeking transfer
under § 1404 need only “show good cause.”® Thus, “a
moving party must demonstrate that a transfer is ‘[f]or
the convenience of parties and witnesses, in the inter-
est of justice.””? The Fifth Circuit concluded that al-
though the district court had correctly enumerated the
factors that had to be considered in deciding a transfer
motion, the lower court had abused its discretion in
“failing meaningfully to analyze and weigh them.”*

Applying the § 1404 considerations, the Federal Cir-
cuit held that the Northern District of California was
“the more appropriate forum for the dispute between
Micron and MOSAID.”?® The fact that MOSAID,
a Canadian company, had a U.S. base of operations,
tilted the balance in favor of California. The court
further said that transferring the case to the Texas
court would have been an abuse of discretion.

Thus, the Micron decision makes clear that, as a prac-
tical matter, potential infringers seeking to avoid an
unfriendly forum are more likely, in the wake of Medim-
mune, to be able to maintain a preemptive declaratory
judgment action in a forum of their own choosing, par-
ticularly if that forum is a convenient one. Beyond that,
the Micron decision may be read to suggest that even in
the absence of a declaratory judgment action, a district
court faced with a motion to transfer an infringement
action, pursuant to 28 U.S.C. § 1404, should give “ro-
bust consideration” to the relevant convenience factors.
That may reduce the likelihood that plaintiff-friendly
courts will retain patent infringement cases having no
meaningful connection to the jurisdiction.
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